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REPLY BRIEF OF PLAINTIFF-APPELLANT 
SCM CORPORATION 


Our objectm* in this reply brief is to demonstrate that 
the principal and oft-repeated themes developed in Xerox’s 
brief are wrongly constructed and, in any event, irrele- 
vant to the issue of the legał sufliciency of SCM’s motion 
for a preliminary injunetion. We intend to show in re- 
sponse that: 

1. SCM’s motion was grounded not on conclusory alle- 
gations, but rather on highly specific allegations of ir- 
reparable injury further supported by documentary evi- 
dence, all of which Xerox ignores; 

2. SCM never refused to furnish affidavits, indeed, the 
court helów never reąuested them and aflidavits would 
in any event serve no purpose other than further delay; 

3. SCM reąuested in the proceedings below each of the 
forms of relief it discusses in its inain brief; 

4. Xerox recognizes that the decision of the district 
court cannot be supported as a matter of law when it 
now attempts to disavow the verv Kule 12(b) ((>) prin» - 
pies it invoked; and when it now attempts to uphold the 
decision below with factual arguments; and 

5. SCM does not, as Xerox spuriously claims, seek an 
advisory opinion; but SCM secks a judicial determination 
on the merita after evidentiary hearing of a genuine con- 
troversy concerning SCM’s claimed entitlement to injunc- 
tive relief against Xerox during the pendency of the uction. 

This brief will also respond to Xerox’s arguments con¬ 
cerning matters already treated in SCM’s main brief, 
including: the inadeąuacy of raoney damages; the public ’s 
interest in enjoining Xerox\s unlawful conduct; the main- 
tenance of the status fjicu; the insufficient character of 
Xerox’s representations concerning patents and restrictive 
einployment agreements; and other matters. However, 
concerning SCM’s principal arguments on this appeal, 
we rely on the main brief, much of which Xcrox has madę 
no attempt to rebut. SCM’s main brief contains a de- 
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tailed discussion of tłie naturę of Xerox’s violations; tlieir 
immediate unlawful efFects on SCM and othor plain paper 
offiee eopier eompctitors; and the relief which would pre- 
vent and ulmte those continuing violations and unlawful 
injurious effects during the pendeney of the action. 

A. The Ultimate luuet of Irreparable Injury and 
Judicial Power to Grant Relief. 

As to the questions of law presented on this appeal 
concerning possihle irreparable injury during the pendeney 
of the action to SCM as a plain paper offiee eopier competi- 
tor of Xerox’s, and the existenee of judicial power to grant 
interim relief, we adhere as strongly as words ean express 
to the view that the distriet court’s determinations in these 
regards, and its ultimate determination denying SCM’s 
inotion as a matter of law without evidentiary hearing, 
eonstitute extraordinary error. This is so because the very 
premise of the court’s decision and of Xerox’H argument 
(Xerox Br. 7-8) is its concessions (Xerox Br. IG) for pur- 
poses of testing the legał suffieiency of SCM’s inotion, that 
at an evidentiary hearing SCM ean estahlish a substantial 
likelihoodof suecess on the merits and prove that: 

1. SCM has been a struggling potential and aetual com- 
petitor of Xerox’s with respect to the technology, manu- 
facture and marketing of plain paper offiee eopiers, 

2. Xerox is guilty, in violation of Section 2 of the Sher- 
man Aet, of massive monopolization of the technology, 
manufacture and marketing of plain paper offiee eopiers; 

3. Xerox is guilty, in violation of Section 1 of the Sher- 
man Aet, of a broad spectrum of acts and practiees in un- 
reasonably restraining trade in the technology, the manu¬ 
facture and the marketing of plain paper offiee eopiers; 

4. Xerox is guilty, in violation of Section 7 of the Clay- 
ton Aet, of making aeąuisitions of patented and unpatented 
technology, stock and otlier assets having the probable ef- 
fect of substantially lessening eompetition in the technology, 
manufacture and marketing of plain paper offiee eopiers; 
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5. Xerox will continue to engage in various acts and 
practices during the pendency of the action in violation of 
those antitrust laws and the unlawful effeets of its prior 
violations will persist <luring the pendency of the action; 

6. Those past and futurę acts and practices have had 
and will continue to have the various unlawful, anti- 
competitive effeets as specifically alleged in nurnerous 
paragraphs of the original complaint, 1 as specifically 
alleged in nurnerous sub-paragraphs of paragraph 27 and 
elsewhere in the amended complaint, 2 as urged by SCM in 
argument below, and as also shown by Xerox’s own 1972 
Long Ifange Plan (E8f>3-933), effeets wliich include en- 
abling Xerox during the pendency of the action to ineroase 
the existing tecłinological lead and power, the existing 
manufacturing lead and power, and the existing marketing 
lead and power wliieh it presently possesses against SCM 
and other competitors. 

On these assumptions, we strongly adhere to the view 
that it is unthirikable that it can be determined as a matter 
of law without hearing evidence and making factual deter- 
minations that a competitor—here SCM—could not con- 
ccivably be suffering any “possible irreparable injury” 
during the pendency of the action as a result of the as- 
sumed yiolations. 1 


1 See flf 7(a-d), 30, 40, 41, 53, 55-59, 79, 83, 84, 93, 101, 102, 
113, 123, 125, 126, 136 and 142 (A22-54). 

2 Sce n 24, 26, 27(h)(iv), 27(h)(v), 27(i), 27(j), 27(t)(i), 
28(b) and 28(d)-(k) (A78-85). 

a Xerox does not dispute the principle established in this Court 
that on a showing ol‘ a elear likolihood of ullimate success on the 
merita, preliminary relief can be granted where there is “possible 
- -irreparable injui-y” (SCM Br. 40-41). SCM’s main brief dem- 
onstrates that, absont relief during the pendency of the action, the 
irreparable injury to SCM is not merely “possible”, but, on the 
showing that SCM proposes to make at a hearing, massire, per- 
vasive and undeniablc (SCM Br. 36-40). 

Xerox does not respond to SCM’s d<seription of the factual and 
legał context of Xerox’s nurnerous antitrust yiolations (SCM Br. 
28-36), exccpt to assert that SCM’s discussion of United States v. 

(footnote continued on following page) 
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Indeed, Xerox itself asserts on this appeal (Xerox Br. 
lin), as it did helów (E212; E215-25), that tlie “issues of 
violation and impact are inseparably intertwined.” We 
agrce. The very denionstration of pervasive antitrust 
violation by Xerox that SCM proposes to make at a hear- 
ing will also demonstrate impact and, therefore, the in- 
jurious effects on SCM, other competitors and the public. 

B. Xerox’s Unwarranted Claim That SCM Seeks An Ad* 

visory Opinion 

In this Court, as below, Xerox repeatedly persists in 
making the unfounded charge that SCM’s “true motiva- 
tion is to obtain an ‘advisory opinion’ as to whether it is 
likely to succeed on its claims of Xerox’s antitrust viola- 
tions” (Xerox Br. 42-43; see also pp. 2, 5, 8, 34, 52). 

It goes without saying that “an advisory opinion’’ is ren- 
dered when no case or controversy exists between the par- 
ties, that is, when a party is seeking an answer to an 
academic or hypothetical ąuestion which does not pertain 
to an existing controversy. 1 Hero, from the outset of the 
action, SCM has sought preliminary injunctive relief and 
Xerox has taken every imaginable step in its atteinpt to 
delay and to oppose its granting. A fiercer controversy 
cannot be visualized. 

(foołnote continucd from preceding page) 

Aluminum Company of America, 148 F.2d 416 (2d Cir. 1945) is 
“simplistic” (See SCM Br. 34-35, 48; Xcrox Br. 35n). Nor does 
Xerox respond to most of the diseussion by SCM (at pp. 36-40) of 
the irreparable harm during the pcndency of this action flowing 
from these violations. For exarnplc, Xerox says nothing about the 
injury pendente lite to SCM from Xorox’s unlawful exclusive ac- 
quisitions of technology and products from Rank-Xerox, Battelle 
and others (SCM Br. 39); from Xerox's unlawful expansion of its 
product linę (SCM Br. 35); from Xcrox’s strcngthcned position in 
the United States achieved through its unlawful alliance with 
Rank-Xorox and Fuji-Xerox (SCM Br. 38); and, to take but one 
morę example, from the possible obsolescenee of SCM’s producta 
being prescntly marketed or undcr development from the intro- 
duction of new products by Xerox using new technology (SCM Br. 
38). 

1 See e.g., Barr v. Mateo, 355 U.S. 171 (1957); 1 Moore Fedcral 
Practice at p. 56, fn. 11 (1972). 
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C. Xerox’s Di»avowal of the Decision of the Court Below. 

Xerox disavows the decision of tlie oourt below, and the 
arguments which Xerox itself madę leading to that deci¬ 
sion, when it now asserts: 

“There is all the difforence in the world between a 
motion to dismiss for legał insufficiency under Kule 
12(1>)(G) and Xerox’s opposition to SCM’s preliminary 
injunction motion.” (Xerox Br. 44) 

Xerox makes no attempt to square these new contentions 
with the district court's decision of January 3, 1974 (A130) 
or with Pre-Trial Ruling Xo. 6, where the court described 
Xerox’s objection to the legał sufficiency of SCM’s motion 
and framed the issue raised by that objection as arising 
under the principles of a Bule 12(b)((i) motion (Al33; see 
also A130): 

“In effect, defendant is dernurring to plaintifTs mo¬ 
tion, or, in the language of Fed. R. Civ. P. 12(b), rais- 
ing the defense that plaintiff, in seeking a preliminary 
injunction, has failed to State a claiin upon which re¬ 
lief can be granted.” 

Xerox now attempts to disavow the applicability of Itule 
12(b)(6) principles because under such principles there is 
no justification for the district court’s failure to consider 
whether any relief might conceivably be granted on SCM’s 
claim (SCM Br. 24-2G). Xerox itself, rather than deal with 
the legał sufficiency of most of the relief sought by SCM, 
makes the astonishing claim, never madę before, that SCM 
did not “reąuest” any of the forms of preliminary relief 
discussed in the briefing below other than those forms set 
forth in its amended complaint (Xerox Br. 23. See also 
Xerox Br. 4, 14, 15n, 33, 43-4S). 

In the first instance, it is irrelevant whether the other 
relief discussed in SCM’s briefs was or was not reąuested, 
sińce the issue under Rule 12(b)(6) principles is, even as- 
suming the wrong relief had been reąuested in the amended 
complaint, whether sonie other form of relief might prop- 
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erly be granted with respect to the alleged wrongs (SCM 
Br. 24). 

But in any event, SCM below madę it perfeetly plain, and 
both the district court and Xerox reeognizod, that under 
s CM’s prayer in generał terma for other or further or al- 
ternative preliminary relief, it was specifically reąuesting 
the forms of relief discussed in its brief (E652, 607, 700-01 
705, 753-54). 

At every stage in tlie proeeedings, Xerox treated SCM’s 
requests as just that. Tlius, for example, SCM’s reąuest 
in its brief for aceess to Xerox’s unpatented technology 
and for an injunction against Xerox’s acquisition of pat- 
ented or unpatented technology, stock and other assets 
(E487, 515) were each termed by Xerox as a “request” 
(E512, 515; see also E495, 514). 

At the March 6 orał argument eounsel for Xerox re- 
ferred to the “clironology of SCM’s requests” for relief 
and asserted to the court that there were “four segments 
to that chronology: the prayers in the original complaint; 
the additional prayer in the amended complaint; the addi- 
tional prayers in SCM’s opening brief on this motion; and 
the additional prayers in SCM’s reply brief” (E621-22; see 
also E594, E595, E627, E630-31, E633). 

Moreover, no prejudice resulted to Xerox from specify- 
ing particulnr forins of other or alternative relief in the 
briefs rather than the notice of inotion, sińce in any evcnt 
Xerox had notice prior to any evidentiary hearing. If any 
question had been raised below concerning any alleged 
insufficiency of SCM’s generał prayer for other or al- 
ternative relief, SCM could have served an amen<led no¬ 
tice of motion setting forth the additional requested forms 
of relief, but this was not necessary nor was the matter 
raised. 1 


1 Xerox now, but did not below, offers an argument based on 
a series of eases deeide<l under Kule 7(b) (1) in support of its 
erroneous assertion that the district eourt could ignore the relief 
speeified during the briefing (Xerox Br. 45). Typical of the eases 

(footnote continued on following page) 



In Interphoło Corporation v. Minolta Corporation un- 
reported, see E566 (S.D.N.Y. 1969), aff’d, 417 F.2d 021, 622 
(2d Cir. 1969), additional injunctive relief pendente lite 
was reąuested after hearing. The court granted such re¬ 
lief, noting that although the relief had not been specifi- 
callj reąuested in the inoving papers and no generał prayer 
for other relief was contained in the motion, the reąuest 
for “such other and further relief” contained in plain- 
tifTs counsel’8 moving affidavit was sufficient. 

Xerox tails in its attempt (Xerox Br. 45n) to distinguish 
Interphoto and the other cases cited hy SCM (SCM Br. 
iGn) that granted kinds of preliminary relief different from 
what the moving party reąuested or that granted spccific 
relief when the moving party sought relief in generał terins 
only. Xerox cannot and does not attempt to distinguish 
the decision in Glen-Arden Commodities, Inc. v. Costantino, 
493 F.2d 1027 (2d Cir. 1974) (SCM Br. 25n), where the mo¬ 
tion for preliminary relief reąuested mly “an order 
enjoining the defendants . . . from further violations of 
[specified statutes],” and specific forms of relief were 
granted after hearing. 

There is nothing in the district court’s opinion which 
^uggests that S( Al had not reąuested the other relief 
described in its briefs, or as Xerox wrongly argues (Xerox 
Br. 23), that the court refused to consider the legał 
sufficiency of such relief because of any alleged failure l)y 
SC.A1 to reąuest it. Thus, on the |>asis of an entirely 
fallacious portrayal of the record helów, Xerox has con- 
structed an erroneous argument for two purposes: to sup- 
port the absence in its hrief of any d iscussion of the legał 

(footnote continucd from preceding page) 

it relies on is Alger v. llayes, 452 F.2d 841 (8th Cir. 1972). There 
defendiint sought review of a denial of his motion to dismiss on 
jurisdictional grounds. The Court on appcal was unable to deter- 
minc whether a jurisdictional motion had been modę, and if so 
whether it^had been madę timely. Thus, in aflirming, it referred to 
the Kule «(b) (1) reąuirement that motions be in writing The 
ease plamly has no application here, where this Court has a fuli 
reeord ot SCM s elaiins before it. The other eases eit<xl bv 
Xerox are eąually inapposite. 
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sufficiency of these forms of relief, and to divert attention 
from the error of the court helów in fading to follow 
Itule 12(b) (G) principles by fading to consider the legał 
Bufficiency of otlier forins of relief, even if the wrong relief 
liad been requested in the amended eomplaint, before 
denying the motion as a matter of law. 

A second way in which Xerox disavows the decision 
below, equally without foundation in the record, is with the 
oft-repeated elaim tliat SCM “refused” to make a showing 
on irreparable injury by afhdavits as directed by the court 
(Xerox Br. 2, 4, 17, 18,*19, 20, 50, 51). 

The court below madę no suggestion in its opinion that 
it had directed or requested or that SCM had refused to 
furnish affidavits concerning irreparahle injury. The ab- 
sence of affidavits played no part in the decision below. 
Indeed, no manner of showing by affidavit would satisfy 
the district court, sińce it held that SCM’s motion was in- 
sufficient as a matter of law. 

If the absence of affidavits had played any part in the 
decision below denying the motion, the court would have re- 
quired aflidavits in its order, or, at most, denied the motion 
without prejudice. 

Moreover, the court below never asked for affidavits; 
rather, in the give and take of orał argument, it rnerely 
raised the question of whether there was any need for 
aflidavits. SCM in response to these inquiries never once 
refused a request by the district court, but instead only 
stated its position that aflidavits were unnecessary and 
would produce further delay. 

To take one example from the record, Xerox on page 
19 of its brief quotes virtuallv two fuli paragraphs of 
remarks by the court appearing at E677-78. The court 
there never requested affidavits, but rather ętated that it 
was “wondering” whether “perhaps” SCM might have 
the burdcn of making a “presentation by affidavit. ...” 

Counsel for SCM responded to this and other such in- 
quiries with a statement of SCM’s position that aflidavits 
have no place on a demurrer; that they are in any event 



unneeessary in light of the showing of irreparable injury 
madę in the evidence submitted by SCM, including Xerox’s 
lb72 Long Itange Plan; tliat the issue concerning irrepa- 
rable injury was a factual one reąuiring evidentiary hear- 
ing; and tliat affidavits concerning tliat issue would only 
produce further unneeessary delay (E677-95; E730). 

Moreover, Xerox prior to the orał argument of March 
6 failed to suggest any procedurę involving affidavits. 
SCM’s first motion for a preliminary injunction was served 
with the complaint on July 31, 1073 (SCM Br. 5-6). It was 
a subject of discussion at an untranseribed chambers con- 
ference on September 12,1073. when counsel for Xerox first 
expressed its objection to SCM’s motion. Xerox then said 
the motion was legally insufficient because the r<‘lief sought 
would alter the status quo, but it said not one word about 
SCM’s suggested approach dispensing with affidavits. 

SCM’s renewal of its motion for a preliminary injunc¬ 
tion and its submission ot documentary evidence were madę 
on November 16, 1073 (SCM Br. 0-14). Xerox in its brief 
of December 4, 1073 (E201) and at orał argument on De- 
cember 7, 1073 (E251) again said nothing about affidavits 
and only reąuested tliat the court set a Schedule “for the 
briefing of the legał question of whether the preliminary 
relief sought by SCM can in any event be granted ...” 
(E248; see also E205). 

In response, the court directed the parties “to submit 
briefs as to whether Xerox is entitled to have SCM’s mo¬ 
tion for a preliminary injunction denied as a matter of 
law” (A130). The court went on tentatively to set May 1, 
1074 as the target datę for a liearing on SCM’s motion 
provided tliat SCM could overcome the hurdle of Xerox’s 
asserted legał defense (A 130-31). 

Xerox both in its main brief of February 4 (E360) and 
its reply brief of February 15 (E405) never ąuestioned 
the procedurę, and never stated tliat affidavits should be 
reąuired. 

During orał argument on the motion on March 6, 
Xerox for the first time complained about the procedurę 
and stated tliat SCM should submit afiidavits, ulthough 
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only as to irreparable injury (E715). Suddenly, seven 
months after the motion had been madę, and after the 
court had set a tentative target dato for the hearing, Xerox 
would interpose yet another hurdle and further delay be- 
tween SCM and tliat hearing. 

Moreover, a further factual showing of SCM's irrepa¬ 
rable injury is unnecessary in light of the substantial—and 
wholly unrebutted—factual showing already madę by SCM 
with extensive documentary evidence. This evidence, par- 
ticularly Xerox’s 1972 Long Rangę Plan, shows the ir¬ 
reparable injurious efTects during the pendency of the 
action on SCM and other competitors resulting from 
Xerox’s alleged violations. (See SCM Br. 11-14, 29-40.) 

Xerox’s sole reference on this appeal to the documentary 
evidence submitted below is its assertion tliat it relates to 
“alleged wrongdoing” rather than injury (Xerox Br. 4n). 
But a review of such evidence (SCM Br. 11-14; E777-9G8) 
shows that it portrays both wrongdoing and the unlawful 
efTects of wrongdoing on SCM and other competitors im- 
mediately and during the coming decade. And, as we have 
noted above at p. 4, Xerox itself correctly asserts that 
“violation and impact are inseparably intertwined” (Xerox 
Br. lin). Thus, any affidavits and other evidence concern- 
ing irreparable injury would necessarily reąuire extensive 
treatment of Xerox’s violations, including their impact, 
the preparation of whicli by both sides would only further 
delay the evidentiary hearing tliat would in nny event be 
required (see Xerox Br. ltin, 17-18, 51n).' 

In sum, Xerox’s arguments on this appeal about af- 
fidavits; its arguments (pp. 5-8 ahove) that the forins 
of relief other than those reąuested in the amended com- 
plaint should be ignored; and its claim that there is 

1 Moreover, Xerox’s repeated contention that SCM’s motion 
rested only on “conclusory” allegations (e.gr., Xerox Br. 2, 4) also 
ignores the highly specific allegations of injury in the pleadings. 
See fns. 1 and 2, p 3, supra. The original complaint was cvcn 
morę detailed than the amended complaint in this regard, but, 
ironically, Xerox sought its dismissa! because it was t<x> partieu- 
larized (E3). Even now Xerox says the original complaint con- 
tains “a mountain of evidence” (Xerox Br. 9). 
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“all the difFerence in the world” between its demurrer 
łiere and a Hub* 12(b)(6) motion; ara all reflections 
of Xarox’H afTort on this appaal to mis-characterize the 
naturę of tha proceedings below. 

Rut sińce the court balów frarnad and purportad to 
dacide the issue hera under Rule 12(b)(0) principles, 
tha questions on this appaal ara whether thare is any pos- 
sible threatened immadiata irreparable injury to SCM 
resulting frorn Xerox’s alleged violations and whether 
there is any praliminary raliaf that conceivably may be 
granted aftar evidentiary hearing to arnaliorata this in.jury 
during the pendency of tha action. Thus, as argued in 
SCM’s rnain briaf, tha court balów arrad when it refusad 
fully to address thase ąuastions and instead considered 
only tha particular forins of relief dascribed in paragraphs 
49-53 of the ainended complaint (SCM Rr. 24-20). 

D. The Relief Sought by SCM and Ignored by Xerox. 

Thare is, of course, an explanation for Xarox’s attempt 
to mischaracterize tha natura of tha proceedings balów. 
Having alraady aocomplished substantial delay as a result 
of tha briefing on legał issues, it now finds that it has no 
raal answer to SCM’s showing concarning appropriate re¬ 
lief. Xarox entirely ignoras: 

1. SCM’s raquast that Xerox ba anjoinad during tha 
pendency of the action from exereising its voting control 
over Rank-Xerox (SCM Rr. 10-17, 44), and tha ralatad ir- 
reparable injury (SCM Rr. 38-3!)). As SCM showed in its 
main briaf (p. 44), Xerox concadad balów the traditional 
propriaty of praliminary injunctions prohibiting tha use of 
alraady acquirad stock when the acquisition is challcngad 
under Saction 7. It is thus not surprising that Xerox can 
find nothing to say about tliis relief hera. 

2. SCM’s raquast that Xerox ba anjoinad during the 
pendency of tha action from further acquisitions of tach- 
nolog> r , of products davalopad by othars, or of tha stock of 
companies possassing any teehnology, to avoid tha fore- 
closure of acw*ss by SCM and other compatitors to the 
teehnology or products involved (SCM Rr. 10, 39, 45-40). 
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3. Ali of the forms of relief, in fact, described at pages 
16-17, 45-46 and 45n of SCM’s main brief, and the related 
irreparable injury described at pp. 36-40. 

Xerox inaintains that all of these forms of relief were 
“afterthoughts.” If Xerox were correct, its afterthought 
argument might be pertinent at a hearing as going to the 
weight to be given to SCM’s evidence. This argument, 
however, bas no place in a brief supposedly addressed to 
the issue of legał sufficiency. Certainly Xerox cannot 
argue that SCM as a matter of law was foreclosed from 
amending its motion. 

But Xerox is not correct that these are afterthoughts. 
For example, Xerox labels SCM’s reąuest for access to 
its short and long rangę plans “SCM’s first afterthought” 
(Xerox Br. 10). But at the time the original complaint was 
served, together with its specification of some preliminary 
relief and the generał prayer for other or further or 
alternativc relief, no one at SCM had seen Xerox’s short 
and long rangę plans. Shortly before service of the 
amended complaint, Xerox’s 1972 Long Rangę Plan and 
other documents were produced at the outset of discovery 
proceedings. A reading of these plans by SCM’s counsel 
(and not SCM’s business people under the confidentiality 
order below) showed to counsel that they set forth Xerox’s 
objectives for the forthcoming decade and the means by 
which Xerox intended to accomplish these objectives. It 
was only then that SCM’s counsel understood the urgent 
need for their prompt disclosure to SCM in light of SCM’s 
ongoing efforts to develop a plain paper office copier >r 
introduction in 1975. (Sec nlso the discussion concerning 
disclosure of these plans at pp. 19-21 below.) 

This is hardly an afterthought. iiather, as with all the 
so-called “afterthoughts,” it was the eonsequence of the 
growing understanding, aehieved through the diseovery 
process, of the relief reąuired to ameliorate the injury 
SCM will suffer immediately and during the pendency of 
the action as a result of the unlawful effects of Xerox’s 
violations and its threatened violations. 






E. The Relief Sought by SCM That Xcrox Does Discuss. 

A fatal weakness which cuts neross all of Xerox’s argu- 
ments directod to each form of relief whieli it discusses 
is that each such argument involves disputed faetual mat- 
ters, and thus can only bo considered at the evidentiary 
hearing that SCM seeks. SCM has established (SCM 
Br. 41-43) that the district eourt improperly ma<le find- 
ings of fact in several respects. It was plain error to 
make these faetual findings without a fuli reeord as re- 
quired under the principles of Securiiies and Erchant/e 
Commission v. Spectrum, lAd., 489 F.2d 535, 540-541 (2d 
Cir. 1973) and other authorities whieh Xerox eoneedes 
require an evidentiary hearing as to genuine issues of 
fact raised on a motion for a preliminary injunetion 
(Xerox Br. 51, n57). 

Patents. Hero Xerox relies most heavily on its repre- 
sentations madę to tli* 1 district eourt in its post-argument 
letter of Mareh 8 (E759) as nogating SCM’s showing of 
irreparable injury. Of courso, Xero.\ is not an eleemosy- 
nary institution; its very willingness to ofTer SCM token 
relief reprosents its awareness of SCM’s irreparable injury. 

Xerox’s offer of a patent lieense should be viewed in the 
context of its licensing policy. For almost 15 years and 
up until the prosent time, Xerox has unlawfully refused 
all requests, including those repeatedly madę by SCM, for 
patent licenses enabling the lieensees to engage meaning- 
fully in plain ]>aper office copying. 1 In 1970, shortly after 
the Federal Trade Commission announeed the commence- 
menl of its investigation of Xerox, Xerox ofTered a 
“standard” lieense agreenient respeeting only three of its 
patents. The offer as an eeonomic matter was illusory 

1 It is eoneedcsl at this juneture that Xerox's refusals to limis<‘ 
are unlawful sińce (a) the vital tcchnology involved was acquired 
by Xorox from Battelie and others in yiolation of each of Sections 
1 and 2 of the Shemian Act and Seetion 7 of the Clayton Act, and 
(b) by no latcr than 1963, and sińce that time, Xerox had aeąuired 
anfl has maintaineil an unlawful monopoly of the relevant jiat- 
ented and unpatented technologe (SCM Br. 28-30; A25-28; A76- 
79). 
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and would not have permitted anyone to rnanufacture plain 
paper office copiers because (a) the teclinology covered 
by the three patents was old, with all the patents bascd 
on applications filed in the period 1948 to 1953, (b) a 
great deal of additional teclinology would be required to 
develop a competitive machinę; (c) a licensee would still 
be subject to Xerox’s patent thicket and the threat of 
patent litigation, and (d) the reąuired royalty was exorbi- 
tant at 12% of sales per patent regarding copiers as 
fast as most of Xerox’s. Not surprisingly, despite tlie 
many companies interested i*i making entry into plain 
paper office copying, not one accepted Xerox’s license 
offer. See HH 103-115 of the original complaint (A45-48) 
and UH 27(m)-27(o) of the amended complaint (A82). 

In 1973, shortly after the FTC commenced its proeeed- 
ing, Xerox madę a second “standard” license offer. The 
offer was to license the same three patents, now three 
years older, and a fourth patent conccrning toner that 
was based on an application filed 20 years before. Al- 
though the royalty ratę was somewhat reduced, the offer 
had all the same deficiencies as the 1970 offer. Thus, it is 
still true that there are no plain paper office copiers being 
marketed anywhere pursuant to such a patent license from 
Xerox.' See HU 110-120 of the original complaint (A48- 
49) and U27(o) of the amended complaint (A82). 

The patent license offer madę below in Xerox’s post- 
argument letter is little morę than a tliird illusion. The offer 
was confined to the copier SCM then had under develop- 
ment and to the copier SCM then was marketing, and thus 
did not meet SCM’s reąuest in paragraph 51 of the amended 
complaint for an unrestricted patent license (A92). Thus, 
while Xerox continues to make technological progress and 
develop machines based on n<*w teclinology'. it would lea\e 
SCM frozen, without the latitude to attempt development of 
different copiers using current teclinology or to attempt 
development of a fuli linę. 


1 Although not part of the reeord here, we have lcarned in dis- 
covery that one company haa, howcver, madę such a license agree- 
ment with Xerox. 
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Xerox’s offer is not meaningful in terms of offering 
SCM the possibility of competing on a technological par 
with Xerox. Xerox in its 1972 Long Hangę Plan States 
tbat it intends to inaintain its “technieal supremacy” 
(E893), while, regarding evcryone cdse, it states (E907): 

“No major new competitive teehnology or product 
surprises during 1972-19S1 are antieipated.” 

Plainly, Xerox when under prosBure (in 1970 froni the 
FTC’s investigation, in 1973 from the FTC’s proceedings, 
and now from the tlireat of a hearing on the merits) has 
sought to give tlie appearance of heginning a lieensing 
policy. Hut by limiting offers to old teehnology it bas en- 
sured that its technieal supremacy remains unehallenged. 
Xerox now proposes to perinit SCM to market copiers lmsed 
on old teehnology, while reserving to itself the opportuni- 
ties to use and develop major new teehnology and to market 
“product surprises,” which may obsolete tlie products of 
others. Xerox should not through its restrictive license 
offer be permitted to accomplish this unlawful result. 

Secondly, the requirement of a 4% “non-refundable” roy- 
alty (E700) is unreasonable when SCM eontends and would 
show at a hearing tliat Xerox has no right to extraet any 
tribute whatsoever for its illegally aerjuired and misused 
patents. Xerox lias coneeded that if SCM’s elaims are ulti- 
mately sustained, SCM is entitled to eąuitable relief ren¬ 
dering Xerox’s patents unenforceable (E3S3). Tlius, 
assuming at this juncture an evidentiary showing of the 
elear likelihood that Xerox’s patents nre unenforceable, 
SCM is entitled to a judicial determination on its elaim in 
paragraph 51 of the amended complaint (A92) that any 
royalty determination be deferred until finał adjudieation 
of SCM’s Kirst Clainru Fading that, it is entitled to a judi¬ 
cial determination on evidence—not Xerox’s unilateral 
determination 1 —concerning tłu* ainount of a reasonable 
royalty during tlie pendeney of the action which, instead of 

1 Xerox in this rcgard fails to distinguish United States v. 
Columbia Steel Co., 71 F.Supp. 734 (I).Del. 1947), and the sound 
reasoning underlying it (See SCM Br. 42). 



being “non-refundable,” would be recoverable from Xerox 
in the event of SCM’s ultimate sucoess in showing the un- 
enforceability of Xerox’s patents. 

Also, as Xerox knows, the cost to SCM of the copier it 
purchases from Van Dyk is substantially greater than the 
cost to Xerox of its most nearly comparable model. In 
these circumstances, the payment by SCM of 4% of its 
gross sales to Xerox is unreasonably high, and would 
add another eompetitive disadvantage at a time when 
SCM is already severely handicapped by Xerox’s past and 
threatened violations. 

Finally, as even the court below recognized (A138), the 
license offer w r as not sufficient to give SCM protection 
abroad. 1 This is most significant heca tse presently fully 
one-half of SCM’s revenues in coated paper offioe copy- 
ing are from marketing activities carried on by its inter- 
nutional sales and service organization outside the United 
States (See E639; E699). 

Xerox’s undertaking not to seek a preliminary injunc- 
tion in any patent litigation it may commence against 
SCM or its suppliers adds nothing sinee such preliminary 
relief would not have been available in any event (see 
SCM Br. 19). Further, litigation like that cominenced by 
Xerox against IBM, now pending for four years, with 
millions of dollars expended and no preliminary injunction 
'by Xerox having been sought, in itself has serious anti- 
competitive effeets, as noted by the Supreme Court.’ 

1 Xerox’s license offer with respeet to countries in which Rank- 
Xerox has pertinent rights was maile, in Xerox’s words, “to the 
extent that Xerox has the legał authority to aceomplish them.” 
Xerox, of eourse, possesses voting control of Rank-Xerox and exer- 
eises that eontrol to operate Rank-Xerox as though it were an in- 
ternal division of Xerox (SC'M Br. 12-13, 33-34). If there is any 
question about Xerox’s legał authority over Rank-Xerox, then this 
too should be a subject for inquiry at the preliminary injunction 
hearing. A court order would with preeision dircct what is re- 
quired of Xerox after determining what legał authority it has 
rather than leaving the question unresohed as it is now. 

2 Blonder-Tongue v. Unwersity of Illinois Foundation, 402 U.S. 
313, 339-47 (1971). Xerox in its brief (38 n.) completely distorts 
the expression by SCMs eounscl at orał argument of SOM’s position 
coneerning the expen.se of patent litigation (See E641-47; E684- 
86 ). 
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Tt is oonceded for purposes horę tłiat Xerox has engaged 
in patent litigation with new competitors as part of an un- 
lawful exercise of monopoly power in order to raisc higher 
■the harriers to entry (SCM »r. 34, 38-39); and SCM can 
reasonably anticipate tliat it will be met with such burden- 
some and protracted patent litigation by Xerox (A45). 
Thus, Xerox should not be permitted to wield this club 
during the pendency of the action. Sec Philadelphia World 
Hockey Club, hic. v. Philadelphia Hockey Club, Inc., 351 
F.Supp. 457 (E.D. l’a. 1972); E595-600; SCM Br. 49-50. 

Xerox’s next argument coneerning both SCM’s request 
lor a patent license and SCM’s request for an injunction 
against patent infringement litigation is that such relief 
would improperly change what Xerox views to be the 
status quo. But it is the institution of such litigation that 
would change the status quo during the pendency of the 
action to the injury of SCM. Restraining Xerox frorn 
commencing such litigation, as with most of the relief 
SCM seeks, preserves the status quo no matter how 
viewed. See E595-600. 

Moreover, SCM’s main brief demonstrated that presor- 
vation of the status quo is but one factor to be consid- 
ered in the weighing and balancing processes required 
on a preliminary injunction motion. As Judge Waterman 
wrote for a unanimous in banc panel of this Court: 

“A motion for a preliminary injunction invariably 
raises an issue as to ‘ • • • how best to create or pro¬ 
sem: a state of affairs such that fthe court] will be 
able, upon conclusion of the fuli trial, to render a 
rneaningful decision for either party.’ Developments 
in the Law—Tnjunctions, 78 Harv. L.Rev. 994, 1056 
(1965).” 

Chappell (g Co., Inc. v. Frankel, 367 F.2d 197, 202 (1966). 

Nothing in Xerox’s brief dispels this notion. Rather, 
Xerox’s attempts to distinguish the cases cited by SCM 
demonstrate the correetness of SCM’s position. For ex- 
ample, in discussing Interphoto Corp. v. Minolta Corp., 
unreported, see E566 (S.D.N.Y. 1969), aff’d, 417 F.2d 621 
(2d Cir. 1969), Xerox explains a preliminary order direct- 
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ing Minolta to 8hip goods to the plaintiff in places where it 
lmd nevcr previously shipped to the plaintiff by stating 
that the injunction “did not afford plaintiff a new status” 
sińce ‘‘the plaintiff at all times had a legał right to be free 
from such unlawful restraints” (Xerox Br. 27-28n). Here 
too, respecting patents and respecting the other relief SCM 
seeks, SCM wants no morę than to be free of Xerox’s 
unlawful restraints during the pendency of the action. 

Employee Covenants. Xerox attempts to inoot this issue 
by representing that one of the forins in ąuestion, contain- 
ing the direct prohibition against engaging in xerography 
and in continuous use sińce 19(i0, bas been ahandoned. 1 Al- 
though Xerox finds it “astonishing” (Xerox Br. 33) that 
SCM does not accept this representation, the simple fact is 
that Xerox in its interrogatory answers stated that the 
form of agreement bas been in effect from “mid 1!)(>6 to 
present” (E757). Xerox has never attempted either below 
or in its brief here to explain this evidence. Thus, at best, 
there is now an issue of fact requiring hearing concern- 
ing whether Xerox uses such agreements. Further, Xerox 
has madę no claim that it has ahandoned the other form 
of agreement with which it restrains the access of others 
to ąualified personnel who terminate employment with 
Xerox.* 

1 “Mere voluntary cessation of allegedly il legał eonduet docs not 
moot a case.” United States v. Concentrated Pkosphate Eiport 
Assn., Inc., 393 U.S. 199, 203 (1968). 

1 This second form of agreement (K771) restrains Xcrox em- 
ployces from working for others by ohligating them not to diselose 
Xcrox's secrets or proprietary information, sińce in Xerox’s vicw 
virtually cverything is sceret. For example, in its words, any- 
thing “which might eausc embarrassment to the company . . .” is 
secret (reeord on appeal in Xerox Corporation v. Neises, 31 App. 
Div. 2d 195 (N.Y. Appellatc Division, Ist l)ep't 1968)), and, as the 
court below noted, Xerox “would make even Pentagon elassifiers 
blush” (E362). These agreements thus make it diflicult or impos- 
sible for one to )eave Xerox without changing flelds, and thus dif- 
ficult or impossible for SCM and other actual and potential com- 
petitors to obtain the scrvices of (jualified persons. 

In addittion to being one of Xerox’s tools for monopolization, 
such agreements also fali within the seope of § 1 of the Sherman 

(footnote coniinued on follou ing page) 
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Shorł and Long Hangę. Plans. Tgnoring the discussion 
at pp. 48-49 of SCM’s brief, Xerox savs that SCM’s claim 
of irreparable injury from the lack of access to these plans 
is “epheineral” (Xerox Br. 34). But the existence of the 
very type of irreparable injury diseussed by SCM in its 
hrief is reflected in a reeent consent judgment approved 
by the court in Heli A Howell v. Eastman Kodak Company, 
73 C 35 (N.D. 111. July 8, 1974). Under that judgment, 
Kodak is required to engage in a “diselosure program” 
advising Bell & Ilowell of its intent to introduee certain 
new products at least 18 inonths prior to tłieir introdue- 
tion, and then at specified times to give Bell & Ilowell 
precise infonnation eoncerning the products to be intro- 
duced. The judgment thus recognizes that diselosure of 
plans ordinarily kept secret can be necessary to avoid the 
harm that would otherwise Ik* inflicted upon one attempting 
to compete with the dominant company in an industry. 

To support its contention that SCM does not need this 
and various other forins of relief, Xerox points to the exist- 
ence of a smali group of companies presently marketing 
plain paper office copiers as though this were conclusive 
proof that Xerox can be successfully met in the market- 
place without access to its planning documents. But the 
mere existence of a handful of reeent competitors does not 
prove that any of them are effective competitors. 

Xerox says nothing about the effectiveness of any of 
tliese competitors and thereby ignores its prior statements 
in its internal documents and to the public that its com- 

(footnotc continucd from preceding page) 

Act and are subject to the “rule of reason." United States v. 
Addyiton Pipę & Steel Co., 85 Fed. 271, 281 (6th Cir. 1898), 
aff'd, 175 U.S. 211 (1899); Hradford v. The New York Times Co., 
1974 Trade ('as. U 75,149 (2d Cir. 1974) ; Blake, Kmployee Agree- 
menta. Not to Compete, 73 IIarv. L. Rev. 625, 628 n.8 (1960); 
Coldsehmidt, Anti-Trusts Ncglected Step-Child; A 1’roposal for 
Dealing With Restrictive Covenants Under Kederal Law, 73 
Colom li. Rev. 1193 (1973). See also United Shoe Machinery Co. 
v. LaChappelle, 212 Mass. 467 (1912), ritod with approval in 
Transparent-Wrap Machinę Corp. v. Stokes tf- Smith f'o., 329 
U.S. 637, 047 (1947). 
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petitors are Lnsignificant (E836, E896, E903). The one 
exception, according to Xerox, is TBM, offering “minimal” 
competition, but IBM, says Xerox, wrongfully misappro- 
priated Xerox’s secret technolog}’. 1 Xrrnx Corp. v. IBM, 
70 Civ. 1596 and 73 Civ. 3421 (S.D.N.Y.). 

The isaue is not the existence of a few fledgling competi- 
tors, but rather whether equitable relief is reąuired during 
the pendency of the aetion to restrain likely antitrust vio- 
lations and thereby better promote effective competition. 


1 The siniple fact is that today, aftcr four years of attempts by 
others, particularly IBM, to market in competition with Xerox 
and almost 15 years after the first plain paper office copier came 
to market, Xerox still enjoys over 95% of the enormously expand- 
ing domestic revenues from the marketing of plain paper offiee 
copiers (A75). 

Xerox miarrels with SCM’s definition of the market (Xerox Br. 
12n) in order to avoid the inferenee of monopoly power that follows 
from its 95% share. Xerox misplaces relianee on SCM’s petition for 
certiorari in Adrance Business Systems tfc Supply Co. v. SCM Corp., 
415 F.2d 55 (4th Cir. 1969), cert. denied, 397 U.S. 920 (1970). The 
Fourth Circuit there had hcld, consistent with SCM’s position here, 
that eoated paper offiee copiers were a relevant submarket (415 
F.2d at 69). The existence of a broader offiee copying market, in- 
cluding both plain and eoated paper offiee copiers, as argucd by 
SCM in its unsuecessful petition for certiorari, is compatible with 
a relevant submarket that includes plain paper offiee copiers alone. 
See Brown Shoe Co. v. United States, 370 U.S. 294, 325 (1962), 
where the Court held that: 

“The outer boundaries of a product market are determined 
by the reasonable interchangeability of use or the cross-elas- 
ticity of demand between the product itself and substitutes 
for it. IIowever, within this broad market, well-defined 
submarkets may exlst whieh, in themselves, constitute product 
markets for anti-trust purposes.” (footnote omitted) 

This reasoning was relied on and further explieated bv the Court 
in United States v. Alcoa (Romę Cahle), 377 U.S. 271, 275 (1964) 
(copper conductor sub-market distinet from nluminum eonduetor 
submarket), and has been applied consistently ever sińce, most 
reeentlv in United States v. Marinę Bancorporation, 42 U.S.L.W. 
5210, 5215-16 (U.S. Sup. Ct, JutM 26. 1974); and United States v. 
Connecticut National Bank, 42 U.S.L.W. 5226, 5227-29 (U.S. Sup. 
Ct., June 26, 1974) (commercial banking sub-market distinet from 
savings banking submarket despite “herce” compctititon between 
them at yarious pointa). 
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The ezistence of minimal competition is not inconsistent with 
the need for preliminary eąuitable relief to create the pos- 
sibility of efTective competition. Eąuitable relief was 
needed to lessen the inonopoly power of United Shoe, even 
though it had “at least 10 other American and some for- 
eign” competitors. ( United States v. United Shoe Ma- 
tchinery Corp., 110 F.Supp. 295, 339 (I). Mass. 1953), aff’d, 
347 U.S. 521 (1954). See also United States v. Orinnell 
Corp., 384 U.S. 563, 572n (1966) (38 competitors). 

The point was succinctly madę by Judge Higginbotham 
in Philadelphia World Hockey Club, hic. v. Philadelphia 
Hockey Club, /mc., 351 F.Supp. 457, 510 (E.D. Pa., 1972), 
wliere he stated: 

“The operation of the antitrust laws need not be de- 
layed until one is trying to resurrect the dead; these 
laws are designed to conserve living competitors.” 

The parties’ opposing contentions here—SCM’s that ef- 
fective competition does not exist; Xerox’s that the pres- 
ence of competitors shows that relief is not needed—can 
only be resolved on an evidentiary hearing. 

I npatenied Technology. Xerox here inakes a factual 
argument, completely unrelated to legał sufticiency, that 
Xcrox’s unpatented technology is not needed by SCM dur- 
ing the pendency of the aetion “to compete effectively” 
(Xerox Br. 46). That Xerox is wrong on the facts is 
established by its own statement (E896; SCM Br. 37), con- 
cerning the critical importance of the unpatented “know- 
how” which it Controls. 

F. The Inadequacy of Money Damagei. 

As to all the forms of preliminary relief sought by 
SCM, Xerox contends that nonę is available beeause any 
harm that SCM muy suffer is compensable with nioney 
damages. Xerox relies on Bigelow v. PKO Radio Pictures, 
Inc., 327 U.S. 251 (1946) and similar cases. But all 
Bigelow holds is that the jury may consider a reason- 
able estimate of damages; it hardly insures that the jury 
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will adopt that estimate or that it will bo adeąuate in 
light of the uncertainty surrounding ąuestions of damages. 1 

In making its arguinont, Xerox cannot and doos not at- 
tornpt to avoid the force of this Court’s scjuare holding 
stated by Judge Mulligan in Danielson v. Local 275, 47!) 
F.2d 1033, 1037 (2d Cir. 1973), that uncertainty in the 
measure of damages renders inoney damages inadeąuate 
and therefore any harm in ąuestion is “irreparable.”’ 
Bigelow and its progeny sav nothing that is contrary. 

As SCM ’s counsel argued below, projecting what SCM 
would demonstrate at a hearing (E690): 

‘‘SCM is an organization of people, it’s not inani- 
mate. These are people who want to engago in the 
business process, they want to engage in the com- 
petitive process, and they want to do it having access 
to those essential ingredients that are reąuired. . . . 
They are not in the business of bringing lawsuits 
for the sake of getting money at the end of a long 
time. ...” 

In Semmes Motors, Inc. v. Ford Motor Company, 429 
F.2d 1197 (2d Cir. 1970), where the Semmes obtained 
u preliminary injunction against the termination of their 
Ford dealership, Chief Judge Friendly put the matter in 
much the same terms: 

“Of course, Semmes’ past profits would afford 
a basis for oalculating damages for wrongful termi¬ 
nation, and no one doubts Ford’s ability to respond. 

1 Xerox’s reliance on Columbia Pictures Industries, Inc. v. 
Amerśraw Broadcasting Companies, Inc., 1974 Trade Cas. 1)75,147 
(2d Cir., 1974) is also misplaced, sińce plaintiflfs there did not show 
elear likelihood of sueeess on the merits, and sińce the Court found, 
on the special faets there involved, that plaintiffs liad failed to show 
any “great” harm (id. at p. 97,138), much less irreparable harm. 

1 Other cases holding hurm to l>e irreparable beeause of the 
diffieulties of computing monetary damages inelude Youn ;stown 
S/ieet tb Tubę Co. v. Sawyer, 343 U.S. 579 (1952); Bergen Drug 
Co. v. Parkę Dania A- Co., 307 F. 2d 725 (3d Cir. 1962); McKesson 
<t Robbins v. Charles Pfizer A’ Co., Inc., 235 F.Supp. 743 (E.D. 
l’a. 1964) ; and Swartz v. Chrysler Motors Corporation, 297 F.Supp. 
834 (D.N.J. 1969). 
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But the right to continue a business in which William 
Senunes had engaged for twenty years and into which 
his son had reeently entered is not ineasurable en- 
tirely in monetary terms; the Seimnes want to sell 
automobiles, not to live on the ineome from a dam- 
ages award. See Madsen v. Chrysler Corp., 261 
F.Supp. 488, 507 (N.D. 111. 1966), vacated as moot, 
375 F.2d 773 (7th Cir. 1967) ”* 

G. The Importance of the Public Interest and SCM’» Role 
a» a Private Attorney General. 

Xerox’s briet savs little about prospective injury to 
the public or the public interest in having the benefits of 
competition in the ensuing years. The lion’s share of 
the burdens resulting from Xerox’s anti-competitive aets 
and practiees falls on the public’s shoulders and the public, 
of eourse, has no rernedy for delay in the implementation 
of equitable relief. 

The extent to which the interest of the public must be 
considered cannot be deterinined until after a hearing. 
As Judge P'riendly has noted, the public interest favoring 
the granting of preliminary relief is “a direct functioji 
of the strength of the plaintifTs antitrust . . elaims.’” 

Xerox disingenuously suggests tliat the pendency of the 
Federal Trade Commission action against it undermines 
SCM’s role in tliis action as a privatc attorney generał.* 

1 There arc numorous exarnplcs of casos where damages are 
morę readily caleulable thaji here, where preliminary relief is 
neverthelcss granted. One exatnple is relief against the termina¬ 
li 0 ! 1 of a dealership, where past li is tory provides a good basis for 
estimating the damages. SCM laeks even this past history sinee 
this ea«e invoIves ita exelusion from plain paper offiee eopying 
to begin with. See Hałeman v. Ford Motor Company, 302 F.2d 
63 (3rd Cir. 1962); Engines Specialities v. Bombardier Ud., 454 
F.2d 527, 531 (lst Cir. 1972). 

* Missouri 1‘ortland Cement Co. v. Cargill, Inc., 1974 Trade Cas. 
TI 7.),113 at p. 96,959 n.35 (2d, Cir. 1974), citing Gulf & Western 
Industries, Inc. v. Great Atl. Pac. Tea C ., 476 F.2d 6d7. 698-99 
(2d Cir. 1973). 

’ Xerox misplaees reliancc on Columbia Pictures Industries, Inc. 
v. American Broadcasting Cmpany, Inc., 1974 Trade Cas. U 75,147 

(footnote continued on following page) 
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But Xerox fails to mention that the Federal Tracie Com- 
mission laeks any power to seek preliminary injunctive 
relief, sińce its suit against Xerox was commenced prior 
to the recent legislation (Public Law 93-153) which firet 
gave the Commission power to seek Buch relief but only in 
eubseąuently commenced proceedings. 

Xerox fails to mention that in the Commission proceed- 
ings it rcises as an affirmative defense that the Commission 
does not have the jurisdiction to determine whether it has 
monopolized plain paper office copying. (First aflirmative 
defense in Answer, February 20, 1973, Matter of Xerox 
Corp., FTC Dkt. No. 8909.) Thus, if Xerox bas its way 
neither SCM nor the Commission will be allowed to attempt 
to vindicate the public interest. 

Further, Xerox has recently described the Commission 
proceedings against it as follows (Xerox’s Application for 
Review, June 14, 1974, Matter of Xcrox Corp., supra ): 

“The issues to be adjudicated in this proceeding 
cover the entire w r aterfront of a massive industry. The 
complexity and the dimension of the facts are mind- 
boggling. . . . Tf not the largest case instituted by the 
Commission against a single respondent, this Burely 
ranks near the very top.’’ 

The poBsibility of any injunctive relief being imposed 
against Xerox after such “mind-boggling” proceedings is at 
least a fuli decade away, considering pre-trial discovery 

(footnote continued front precedtng page) 

(2nd Cir. 1974), in this regard. Thcre, plaintiffs did not ostab- 
lish elear likelihood of suceess and, in a very different faetual con- 
text, the public’s interest was expressly hcld “not eoextensive” with 
the appellants’ own interests (Id. at pp. 97,135-141). 

Xcrox also purports to rely on Columbia Pictures as to SCM’s 
alleged delay in seeking relief. The issue of alleged delay and any 
alleged prcjudice to the defendant is at best a faetual matter to 
be considered in the balaneing of the equities after evidentiary 
hearing. As to these rnatters, including SCM’s pursuit of legał 
relief against Xerox and its eontinuing but unsueeessful efforts to 
gain entry into plain paper offiee copying, see SCM Br. 51-52, 
36-37. 
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proceedings, trial and post-trial proceedings before the ad- 
ministrative law judge; appeal to the fuli Cominission; 
appeal to a court of appeals; and review by the Supremę 
Court. 

Xerox would have relief in this case brought by SCM de- 
layed just as long, for Xorox thinks this case too “boggles 
the rnind” and reąuires discovery “of liuge proportions” 
(E332, E337). In all those circumstanees there is an urgent 
need that SCM be accorded the fullest measure of its role 
as a private attorney generał, particularly at this time witli 
respect to its inotion for preliminary injunction. 

In the end, the result of the decision helów is to postpono 
to the indefinite futurę the deterinination of any of SCM’s 
elaims on the merits. In doing that, and before that, in 
refusing severance because of Xerox’s jury trial demami, 1 
the court helów bas both improperly impaired SCM’s right 
to prompt judicial consideration of its equitable elaims 
and improperly left SCM and the public to bear the 
burdens of Xerox’s anticompetitive acts and praetices dur- 
ing the years to eonie. 

SCM in the past has expended great time, efTort and 
money in attempting to establish a foothold in plain paper 
office copying and in becoming a competitor of Xerox’s at 
every level of that business aetivity. Its position as a fledg- 
ling plain paper office copier competitor is tenuous. (1’rior 
to its Van Dyk contract, SCM’s annual revenues front 
its coated paper office copying activities were about $80 
million, producing about $3 inillion in losses, as compared 

* Any right Xerox has to try this case to a jury is fully com- 
patible with SCM’s right to expeditious consideration of its ecjui- 
tahle claiins (E165-69). Further, Xerox’s attempt to dispel the 
notion that its jury demand was a taetic to defcat SCM’s re<|ucst 
for acverance (SCM Br. 9; Xerox Br. 10-lin) ignores the faets 
that there is no jury demand respecting the antitrust eounter- 
elaim in Xerox Corporation v. Dennison Mfg. Co., (67 Civ. 3302, 
S.D.N.Y.), or in Xerox’s two patent Ruits against IBM (70 Civ. 
1596 and 73 Civ. 3421, S.D.N.Y.), where lBM’s patent misuse 
defenses involve elaims that Xerox is not entitled to enforce its 
patents for many reasons like those alleged here. Further, if 
Xerox had madę a well considered distinction between patent and 
antitrust cases for jury demand purposos, as it suggests, it would 
not have demanded a jury here on its patent counterelaims (Al 13). 



with Xerox’s revenues of nearly $2 billion, producing an- 
nual profits of morę than $550 million. See E643, A75-76.) 
SCM intends to prove at a hearing that its ability to incur 
losses an<l invest Capital in the hope of becoming an effec- 
tive competitor is not inexliaustible and that it han urgont 
need for preliminary in,junetive relief. 

If SCM is forced out of the plain paper office copier 
business during the pendency of the action, or if SCM is 
restrained during the pendency of the action in its attempt 
to compete, or if SCM is left at the end of the action so 
seriously disadvantaged that it cannot readily enjoy the 
benefits of finał relief, then the damage to SCM and to the 
public can never be repaired. Ali that SCM seeks here on 
this appeal is the opportunity to proceed to an evidentiary 
hearing to prove the truth or likely truth of its claims 
against Xerox and its entitlement to injunctive relief 
against Xerox during the pendency of the action. 

CONCLUSION 

The order below ahould be vacated, and the matter 
ahould be remanded to the diatrict court with inatruc- 
tiona for a prompt evidentiary hearing on SCM’a pre¬ 
liminary injunction motion. 
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